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Art Unit: 1734 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887. 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438. 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 9-12, 41 and 43 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-4 
and 8-1 1 of copending Application No. 10/643,567. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because Jiang et al claims 
a semiconductor die stencil having a top surface, a bottom surface and one or more 
side surfaces, the bottom surface having a surface tension less than a surface tension 
of the top surface and less than a surface tension of the side surfaces. With respect to 
claims 10-12, the above cited application claims the first surface is a bottom surface and 
the second surface is a top surface. With respect to claims 41 and 43, Jiang et al claims 
the bottom surface is a polymeric material. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 9-14 and 40-52 are rejected under the judicially created doctrine of 



obviousness-type double patenting as being unpatentable over claims 1-46 of U.S. 
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Patent No. 6.607,599 (Jiang et al). Although the conflicting claims are not identical, 
they are not patentably distinct from each other because Jiang et al claims a 
semiconductor die stencil to assist in application of a printable adhesive in a desired 
pattern onto a semiconductor die comprising: a sheet of material or stencil pattern, the 
sheet having a top surface and a bottom surface; a plurality of apertures in the sheet of 
material defining a desired pattern for application of the printable adhesive; and a 
coating applied to the bottom surface of the sheet to retard spreading of the printable 
adhesive onto the bottom surface of the sheet. Jiang et al claims that the sheet of 
material is impervious to the adhesive and claims stencil or sheet of material is stainless 
steel. Jiang et al is silent to the coating being applied to the bottom of the sheet In a 
manner so as to obstruct of the flow of printable adhesive through the apertures onto 
the die and thereby reads on the claimed negative limitation of coating the sheet of 
material without obstruction of the adhesive through the apertures of the sheet. Jiang et 
al claims both the coating and the material have a surface tension, the surface tension 
of the coating being less than the surface tension of the material. Thus claims 9-12 and 
46-47 are obvious over Jiang et al. With respect to claims 41 , 43, 48-49, Jiang et al 
claims the surface tension of the coating, a polymeric material - polytetrafluoroethylene, 
is at least an order of magnitude less than the surface tension of the material which is 
claimed as stainless steel. With respect to claim 13, Jiang et al claims the side surface 
of the stencil are coated with one material and the bottom surface of the stencil is 
coated with another different material such that surface tension of the bottom surface 
relative to the side surface is within the scope of the claim. With respect to claims 40 
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and 42, Jiang et a! claims the top surface of the stencil is coated with a coating material 
within the scope of the claim. With respect to claim 14, 44, 45 and 50-52, Jiang et al 
claims a semiconductor die stencil having a sheet of material or stencil pattern, the 
sheet having a top surface and a bottom surface, the first surface having a surface 
tension greater than a surface tension of the second surface to promote adhesive 
running onto a semiconductor die; a plurality of apertures in the sheet of material 
defining a desired pattern for application of the printable adhesive. Jiang et al claims a 
semiconductor die stencil having a second surface is polymeric and first surface is 
coating within the scope of the claims 

Claims 9-12, 14 and 40-52 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-24 of U.S. 
Patent No. 6,641,669 (Jiang et al). Although the conflicting claims are not identical, 
they are not patentably distinct from each other because Jiang et al claims a 
stencil/screen/pattern to assist in application of a printable adhesive in a desired pattern 
onto a substrate comprising: a sheet of material or stencil pattern, the sheet or pattern 
having a top surface and a bottom surface; a plurality of apertures in the sheet of 
material defining a desired pattern for application of the printable adhesive; and a 
polymeric coating applied to the bottom surface of the sheet to retard spreading of the 
printable adhesive onto the bottom surface of the sheet. Jiang et al claims both the 
coating and the material have a surface tension, the surface tension of the coating 
being less than the surface tension of the material such as set forth in claims 9-12, 41 , 
43, 46-47 and 49. Jiang et al fails to claim that the sheet of material is impervious to the 
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adhesive but the claimed stencil or sheet of material which is stainless steel is 
impervious to adhesive. Jiang et al is silent to the coating being applied to the bottom of 
the sheet in a manner so as to obstruct of the flow of printable adhesive through the 
apertures onto the die and thereby reads on the claimed negative limitation of coating 
the sheet of material without obstruction of the adhesive through the apertures of the 
sheet. Further with respect to claim 14, 40, 44-45 and 50-52, Jiang et al claims the 
Stencil is further comprised of a layer to promote spreading of the printable material and 
the layer is selected from the group consisting of one of tungsten, tungsten carbide, 
tungsten nitride. Jiang et al is capable of its end use as a semiconductor stencil since it 
claims every structural element of the claimed stencil. With respect to claim 48, Jiang et 
al claims the surface tension of the coating which is claimed as being 
polytetrafluoroethylene is at least an order of magnitude less than the surface tension of 
the material which is claimed as stainless steel. 

Claims 9-14 and 40-52 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-77 of U.S. 
Patent No. 6,669,781 (Jiang et al). Although the conflicting claims are not identical, they 
are not patentably distinct from each other because Jiang et al claims a 
stencil/screen/pattern to assist in application of a printable adhesive in a desired pattern 
onto a substrate comprising: a sheet of material or stencil pattern, the sheet or pattern 
having a top surface and a bottom surface; a plurality of apertures in the sheet of 
material defining a desired pattern for application of the printable adhesive; and a 
polymeric coating applied to the bottom surface of the sheet to retard spreading of the 
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printable adhesive onto the bottom surface of the sheet. Jiang et al claims both the 
coating and the material have a surface tension, the surface tension of the coating 
being less than the surface tension of the material such as set forth in claims 9-12, 41 , 
43, 46-47 and 49. Jiang et al fails to claim that the sheet of material is impervious to the 
adhesive but the claimed stencil or sheet of material which is stainless steel is 
impervious to adhesive. Jiang et al is silent to the coating being applied to the bottom of 
the sheet in a manner so as to obstruct of the flow of printable adhesive through the 
apertures onto the die and thereby reads on the claimed negative limitation of coating 
the sheet of material without obstruction of the adhesive through the apertures of the 
sheet. Further with respect to claim 13-14, 40. 44-45 and 50-52, Jiang et al claims the 
stencil is further comprised of a coating layer to promote spreading of the printable 
material applied to the top surface and side walls of the sheet of material and the layer 
is selected from the group consisting of one of tungsten, tungsten carbide, tungsten 
nitride. Jiang et al is capable of its end use as a semiconductor stencil as set forth in 
claims 9-14, 40-47 and 49-52 since it claims every structural element of the claimed 
stencil. With respect to claim 48, Jiang et al claims the surface tension of the coating 
which is claimed as being polytetrafluoroethylene is at least an order of magnitude less 
than the surface tension of the material which is claimed as stainless steel. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 46-49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japan 59-76868. 

Japan '868 teaches a die stencil to assist in application of a printable material in 
a desired pattern onto a substrate comprising: a sheet of metal material which is 
impervious to a printable material or adhesive applied thereto; a plurality of apertures in 
the sheet of material defining a desired pattern for application of the printable material; 
and a coating applied to surfaces of the sheet of material including bottom surface of 
the sheet to retard spreading of the printable material onto surfaces of the stencil 
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including the bottom surface of the sheet. Japan '868 is silent as to the obstruction of 
the flow of printable material through the apertures and thereby reads on the negative 
limitation that the material flows without obstruction of the flow of printable material 
through the apertures. Japan '868 teaches the coating is a polymeric material which 
within the scope of claims 8 and 1 1 , specifically tetrafluoroethylene which is identical to 
that disclosed applicant at page 9 lines 12-22, and the material of construction of the 
sheet of material is within scope of that disclosed by applicant at page 9 lines 6-1 1 and 
thereby inherently reads on the claimed limitations of the coating and the sheet of metal 
material (surface tension properties) such as set forth in claims 46-49. Japan '868 
teaches the sheet of material is comprised of metal but fails to teach that sheet of 
material is constructed from stainless steel. However, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to construct the 
stencil base 1 from stainless steel since it has been held to be within the general skill of 
a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. Japan 
'868 is capable of the end use of being aligned above the semiconductor die and 
capable of the end use of assisting in the application of a printable material or a 
printable adhesive material in a desired pattern onto a semiconductor die since it 
teaches every claimed element of the apparatus/die stencil as set forth in claims 46-49. 

Claims 9-13. 41. 43 and 46-49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japan 59-76868 in view of Hefele. 
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Japan '868 teaches a die stencil to assist in application of a printable material in 
a desired pattern onto a substrate comprising: a sheet of metal material which is 
impervious to a printable material or adhesive applied thereto; a plurality of apertures in 
the sheet of material defining a desired pattern for application of the printable material; 
and a coating applied to surfaces of the sheet of material including bottom surface of 
the sheet to retard spreading of the printable material onto surfaces of the stencil 
including the bottom surface of the sheet. Japan '868 is silent as to the obstruction of 
the flow of printable material through the apertures and thereby reads on the negative 
limitation that the material flows without obstruction of the flow of printable material 
through the apertures. Japan '868 teaches the coating is a polymeric material which 
within the scope of claims 8 and 1 1 . specifically tetrafluoroethylene which is identical to 
that disclosed applicant at page 9 lines 12-22, and the material of construction of the 
sheet of material is within scope of that disclosed by applicant at page 9 lines 6-1 1 and 
thereby inherently reads on the claimed limitations of the coating and the sheet of metal 
material (surface tension properties) such as set forth in claims 46-49. Japan '868 
teaches the sheet of material is comprised of metal but fails to teach that sheet of 
material is constructed from stainless steel. However, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to construct the 
stencil base 1 from stainless steel since it has been held to be within the general skill of 
a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice and especially since Hefele teaches 
the use of a stainless steel as the stencil base 1 for a coated pattern stencil. In re 
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Leshin, 125 USPQ 416. Japan '868 is capable of the end use of being aligned above 
the semiconductor die and capable of the end use of assisting in the application of a 
printable material or a printable adhesive material in a desired pattern onto a 
semiconductor die since It teaches every claimed element of the apparatus/die stencil 
as set forth in claims 46-49. With respect to claim 9-13, 41 and 43, Japan '868 fails to 
teach a polymeric coating is applied to a single surface of the stencil base such as the 
bottom surface. However, it would have been prima facie obvious to coat a single 
surface of the Japan '868 stencil base 1 such as the surface which is most likely to 
come into contact with the coating material for the obvious reason to reduce 
manufacturing cost associated with stencil especially in view of Hefele which teaches 
applying a protective coating to surfaces of the base stencil which are most likely to 
come in contact with the abrasive coating material. Note the recitation that the bottom 
surface has a surface tension which is less than the top surface and side surface does 
not structurally further limit the claimed apparatus over the above cited combination of 
references since which surfaces of the Japan '868 which are coated are dependent on 
the end use requirements of the stencil. 

Claims 14, 40 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japan 59-76868 in view of Hefele and Caincross et al. 

Japan '868 is applied for the reasons noted above but fail to teach the top 
surface or stencil base 1 is select from the group set forth in claim metal within the 
scope of the above cited. However, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to construct the stencil base 1 from 
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nickel since it has been held to be within the general skill of a worker in the art to select 
a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice and especially since Cairncross et al teaches the use of nickel as 
a stencil base material. 

Claims 46-49 are rejected under 35 U.S.C. 102(b) as being anticipated by Pryor 

et al. 

Pryor et al teaches a die stencil to assist in application of a printable material in a 
desired pattern onto a substrate comprising: a sheet of aluminum material which is 
impervious to a printable material applied thereto; a plurality of apertures in the sheet of 
material defining a desired pattern for application of the printable material; and a coating 
applied to at least one top or one bottom surface of the sheet to retard spreading of the 
printable material onto the at least one top or one bottom surface of the sheet. Pryor et 
al is silent as to the obstruction of the flow of printable material through the apertures 
and thereby reads negative limitation that the material flows without obstruction of the 
flow of printable material through the apertures. Pryor et al teaches the coating Is a 
polymeric material which within the scope of claim 49, specifically tetrafluoroethylene 
which is identical to that disclosed applicant at page 9 lines 12-22, and the material of 
construction of the sheet of material is within scope of that disclosed by applicant at 
page 9 lines 6-1 1 and thereby Inherently reads on the claimed limitations of the coating 
and the sheet of metal material (surface tension properties) such as set forth in claims 
2-3 and 9-10. Pryor et al teaches the sheet of material is comprised of metal but fails to 
teach that sheet of material is constnjcted from stainless steel. However, it would have 
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been obvious to one having ordinary skill in the art at the time the invention was made 
to construct the stencil base 1 from stainless steel since it has been held to be within 
the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 
USPQ 41 6. Pryor et al is capable of the end use of being aligned above the 
semiconductor die and assisting in the application of a printable material or a printable 
adhesive material in a desired pattern onto a semiconductor die since it teaches every 
claimed element of the apparatus/die stencil set forth in claims 46-49. 

Claims 46-49 are rejected under 35 U.S.C. 102(b) as being anticipated by Pryor 
et al in view of Hefele. 

Pryor et al teaches a die stencil to assist in application of a printable material in a 
desired pattern onto a substrate comprising: a sheet of aluminum material which is 
impervious to a printable material applied thereto; a plurality of apertures in the sheet of 
material defining a desired pattern for application of the printable material; and a coating 
applied to at least one top or one bottom surface of the sheet to retard spreading of the 
printable material onto the at least one top or one bottom surface of the sheet. Pryor et 
al is silent as to the obstruction of the flow of printable material through the apertures 
and thereby reads negative limitation that the material flows without obstruction of the 
flow of printable material through the apertures. Pryor et al teaches the coating is a 
polymeric material which within the scope of claim 49, specifically tetrafluoroethylene 
which is identical to that disclosed applicant at page 9 lines 12-22, and the material of 
construction of the sheet of material is within scope of that disclosed by applicant at 
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page 9 lines 6-1 1 and thereby inherently reads on the claimed limitations of the coating 
and the sheet of metal material (surface tension properties) such as set forth in claims 
2-3 and 9-10. Pryor et al teaches the sheet of material is comprised of metal but fails to 
teach that sheet of material is constructed from stainless steel. However, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to construct the stencil base 1 from stainless steel since it has been held to be within 
the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice and if necessary 
since Hefele teaches the use of a stainless steel as the stencil base 1 for a coated 
pattern stencil. In re Leshin, 125 USPQ 416. Pryor et al is capable of the end use of 
being aligned above the semiconductor die and assisting in the application of a printable 
material or a printable adhesive material in a desired pattern onto a semiconductor die 
since it teaches every claimed element of the apparatus/die stencil set forth in claims 
46-49. . With respect to claim 9-13, 41 and 43, Pryor et al fails to teach a polymeric 
coating is applied to a single surface of the stencil base such as the bottom surface. 
However, it would have been prima facie obvious to coat a single surface of the Pryor et 
al stencil base 1 such as the surface which Is most likely to come into contact with the 
coating material for the obvious reason to reduce manufacturing cost associated with 
stencil especially in view of Hefele which teaches applying a protective coating to 
surfaces of the base stencil which are most likely to come in contact with the abrasive 
coating material. Note the recitation that the bottom surface has a surface tension which 
is less than the top surface and side surface does not structurally further limit the 
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claimed apparatus over the above cited combination of references since which surfaces 
of the Japan '868 which are coated are dependent on the end use requirements of the 
stencil. 

Claims 14 and 50-51 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hefele. 

Hefele teaches a die stencil to assist in application of a printable material in a 
desired pattern onto a substrate comprising: a sheet of material which is impervious to a 
printable material applied thereto; a plurality of apertures in the sheet of material 
defining a desired pattern for application of the printable material; and a coating applied 
to at least one surface of the sheet to promote spreading of the printable material. 
Hefele is capable of the end use of assisting in the application of a printable adhesive 
material in a desired pattern onto a semiconductor die since it teaches every claimed 
element of the apparatus/die stencil as set forth in claim 50. With respect to claim 51 , 
coating and sheet have a surface tension relative to each other which is within the 
scope of the claim. With respect to claim 14, Hefele infers that only the top surface and 
side wall surfaces of the apertures of the stencil have the coating while its bottom 
surface may be uncoated. Therefore, the Hefele stencil with coated only on the top 
surface and side wall surfaces of the apertures of the stencil reads on applicant's claim 
stencil having a first surface with coating thereon which provides a surface tension 
greater than the surface tension of the uncoated surface of the stencil. Thus Hefele 
teaches every element of the claimed stencil. 
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Claims 45 and 52 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hefele in view of Mehregany et al. 

Hefele is applied for the reasons noted above. Hefele fails to teach a coating 
within the scope of the claim. However, it would have been obvious to modify Hefele 
stencil by substituting its wear resistance coating with another known wear resistant 
coating such as taught by Mehregany et al (tungsten carbide) for the obvious reason to 
expect similar end results (see column 4 lines 23-28). 

Claims 14, 40 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pryor et al in view of Hefele and Caincross et al. 

Pryor et al is applied for the reasons noted above but fail to teach the top surface 
or stencil base is select from the group set forth in claim metal within the scope of the 
above cited. However, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to construct the Pryor et al stencil base from nickel 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice and especially since Cairncross et al teaches the use of nickel as a 
stencil base material. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brenda A. Lamb whose telephone number is 571-272- 
1231 . The examiner can normally be reached on Monday and Wednesday thru Friday 
with alternate Tuesdays off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla, can be reached on (571) 272-1231. Infomnation regarding the 
status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status infomnation for published applications may be obtained 
from either Private PAIR or Public PAIR. Status infomriation for unpublished 
applications is available through Private PAIR only. For more information about the 
PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). /^D J 




Brenda A Lamb 
Examiner 
Art Unit 1734 



